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earned patent term adjust^enf See 37 CFR ^T ° ma "' n9 d8te °' th ' S c ° mmu " i ^'i°". even if timely filed, may reduce In/ 

Status 

1 )I3 Responsive to communication(s) filed on 05 February 2003 
2a)Q This action is FINAL 2bM This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters orosecution a * tn thp mori t e ic 
Disposition °orc.^s COrdanCe ^ ^ * l^^/S^S* *" "** ' S 

4) ^ Claim(s) U>5 is/are pending in the application. 
4a) Of the above claim(s) 33^5 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6M Claim(s) U32 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. 

3. Q Copies of the certified copies of the priority documents have been received in this National Stan* 

application from the International Bureau (PCT Rule 1 7 2(a)) 9 
See the attached detailed Office action for a list of the certified copies not received 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

^M-I a i ? Th , 6 * ranslat,on of the forei 9 n lan 9uage provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 

Attachment(s) 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5 H ST""! f™™?/™^ Pa *» N °< s >- — ■ 
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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 



Election/Restrictions 

Claims 33-65 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention, there being no allowable generic < 
linking claim. Applicant timely traversed the restriction (election) requirement in Paper 
No. 4. 



Claim Rejections - 35 USC § 103 

The rejection of claims 1-17, 20-25, and 30-32 under 35 U.S.C. 103(a) as being 
unpatentable over Inoue et al. (5,01 3,800) in view of Costanzi et al. (5,350,786) has 
been maintained and is as set forth in the previous office action. 

The rejection of claims 18 and 19 under 35 U.S.C. 103(a) as being unpatentable 
over Inoue et al. (5,013,800) in view of Costanzi et al. (5,350,786), and further in view of 
Maguire et al. (5,034,061) has been withdrawn in light of a new rejection. 

The rejection of claims 26-29 under 35 U.S.C. 103(a) as being unpatentable over 
Inoue et al. (5,013,800) in view of Costanzi et al. (5,350,786) has been withdrawn in 
light of a new rejection. 
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Response to Arguments 



Applicant's arguments with respect to claims 1-32 have been considered but are 
not considered persuasive. Regarding applicant's arguments concerning the absence 
of a hindered amine light stabilizer (HALS) in Inoue, Inoue does disclose adding 
ultraviolet absorbers and aging retarders (as set forth in the previous office action). 
HALS are aging retarders, added to polymeric compositions exposed to ultraviolet (UV) 
light to protect the polymer from degradation. Costanzi et al. teach a known HALS. It 
appears within one skilled in the art to apply the known aging retarder of Costanzi et al. 
in the composition of Inoue. Applicant has argued that a HALS would not be effective in 
the invention of Inoue, as the temperature would render it ineffective. There is nothing 
in Costanzi et al. that teaches or discloses an effective temperature range for the use of 
the HALS, and one skilled in the art would not be deterred from selecting the aging 
retarder of Costanzi et al. to use in the invention of Inoue, as Inoue specifically 
discloses adding aging retarders, of which one is HALS. As applicant discloses on 
page 8, section 0022 of the specification, "The compositions of the present invention 
can be used in any application that requires a light-or heat stabilized 
polyorganosiloxane coating," which is clearly disclosed by Inoue. Contrary to applicant's 
assertions, it does not appear novel to use HALS with polyorganosiloxanes, as Karrer et 
al. disclose this in their composition (as set forth below). It appears applicant is 
referring to HALS at an elevated temperature, but there is nothing in the composition 
claims that claim elevated temperature, nor would temperature appear relevant to the 
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composition claims, as it is not clear how the intended use of the composition materially 
affects the overall claimed composition. 



New Claim Objections 

Claim 2 is objected to because of the following informalities: polyorganosiloxane 
is misspelled. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 26-29 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for a HALS structure, does not reasonably provide 
enablement for what is attached to the HALS and where it is attached. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make the invention commensurate in scope with 
these claims. Applicant discloses a preferred HALS on page 8 of the specification. 
However, from the diagram, it is not clear what is attached to each side of the 
polyorganosiloxane and where it is attached, if at all. If not attached, then this structure 
would not be stable. If attached, it is not clear where and to what. 
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New Claim Rejections - 35 USC §112 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 27-29 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. Claims 27-29 recite the limitation "the 

methylsiloxane moiety" in claim 26. There is insufficient antecedent basis for this 

limitation in the claim. 

New Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



Claims 1 , 2, and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Karrer et al. (5,792,825). Karrer et al. disclose a composition comprising a 
polyorganosiloxane and an admixed sterically hindered amine light stabilizer (HALS) 
wherein the polyorganosiloxane is free from alternating cyclic hydrocarbon residues 
(Example 2). 



States. 
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Regarding claim 2, Karrer et al. disclose wherein the polyorganosiloxane 
comprises moieties of [(CH 3 ) 2 SiO] and a terminal trimethoxysilane unit [(CH 3 ) 3 SiO 0 .5] 
(Example 2). 

Regarding claim 6, Karrer et al. disclose a reaction product of a non-cyclic, 
vinylsiloxane fluid and an organohydrogensiloxane crosslinker (Example 2). It is the 
examiner's position that the Karstedt catalyst of Karrer et al. is a non-cyclic vinylsiloxane 
(see Karstedt, U.S. 3,775,452). 

New Claim Rejections - 35 USC § 103 

Claims 3-5, 7-17-25, and 30-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Karrer et al. (5,792,825). Regarding claims 3-5, 7-9, 15-17, and 20- 
22, Karrer et al., as applied to claim 1 above, are as set forth and incorporated herein. 
Karrer et al. do not appear to specifically disclose the instantly claimed mole 
percentages. However, Karrer et al. do disclose added amounts (Example 2), which 
appears to be a result-effective variable. Therefore, as applicant has shown no 
criticality as to the instantly claimed amounts, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have added the instantly 
claimed amounts through routine experimentation. A particular parameter must first be 
recognized as a result-effective variable, i.e., a variable which achieves a recognized 
result, before the determination of the optimum or workable ranges of said variable 
might be characterized as routine experimentation. In re Boesch, 205 USPQ 215. It 
has been held that where the general conditions are disclosed in the prior art, it is not 
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inventive to discover the optimum or workable ranges by routine experimentation. In re 
Aller, 105 USPQ 233, 235. 

Regarding claims 10-13, Karrer et al. do not appear to specifically disclose the 
amounts and types of fillers. Karrer et al. do disclose adding fillers and additional 
reinforcing fillers (col. 12, lines 6-21). It is the examiner's position that the prior art is 
replete with these types of fillers. Therefore, as applicant has shown no criticality as to 
the instantly claimed ranges, and the ranges are so broad, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have added these 
fillers as taught by Karrer et al. in a variety of amounts, including that as instantly 
claimed, through routine experimentation and optimization. It has been held that where 
the general conditions are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation. In re Aller, 105 USPQ 233, 
235. 

Regarding claim 14, Karrer et al. disclose a non-cyclic, vinylsiloxane fluid and an 
organohydrogen crosslinker, and a platinum catalyst (Example 2). It is the examiner's 
position that the Karstedt catalyst of Karrer et al. is a vinylsiloxane fluid with a platinum 
catalyst (see Karstedt, U.S. 3,775,452). 

Regarding claims 18 and 19, Karrer et al. disclose the basic structure as instantly 
claimed (Example 2, the Karstedt catalyst). It appears that the only difference between 
the Karstedt catalyst of Karrer et al. and applicant's claimed structure is an extra 
siloxane group, denoted by n. Therefore, this appears to be an obvious homologue of 
Karrer et al.'s. Because the value of n provides for such a broad claimed range, from 
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100 cp to 200,000 cp, and as applicant has shown no criticality as to the instantly 
claimed range, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made for the structure of Karrer et al. to have achieved an at least 
similar viscosity because the claimed structure is at least similar to that of applicant's, 
and at least similar materials would have yielded at least similar results. 

Regarding claim 23, Karrer et al. disclose the instantly claimed structure 
(Example 2). Karrer et al. do not appear to specifically disclose the x and y values 
being of sufficient value to provide the instantly claimed viscosity. As applicant has 
shown no criticality as to the x and y values, and Karrer et al. do disclose values for 
these units, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have adjusted the x and y values to a variety of values to 
achieve a certain viscosity, because these are the only values of Karrer et al.'s structure 
that can be varied. 

Regarding claims 24, Karrer et al. disclose the instantly claimed units (col.7, lines 
50-60). Karrer et al. do not appear to specifically disclose the instantly claimed ratio. 
However, as applicant has shown no criticality as to the instantly claimed ratio, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have achieved a variety of ratios, including that as instantly claimed, through routine 
experimentation and optimization. It has been held that where the general conditions 
are disclosed in the prior art, it is not inventive to discover the optimum or workable 
ranges by routine experimentation. In re Alter, 105 USPQ 233, 235. 
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Regarding claim 25, Karrer et al. disclose an alkyl radical comprising 1 to 4 
carbon atoms (col.7, lines 50-60 and col.1, lines 64-67). 

Regarding claims 30-32, Karrer et al. disclose 0.04 to 20 milliequivalents of 
HALS, which appears to be included in the instantly claimed range (col.1 1 , line 63- 
col.12, line 2). 



Claims 26-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Karrer et al. (5,792,825) in view of Malik et al. (5,679,733). Karrer et al., as applied 
above, are as set forth and incorporated herein. Regarding claims 26 and 29, Karrer et 
al. disclose a HALS (as set forth above). Karrer et al. do not appear to specifically 
disclose the instantly claimed structure. Malik et al. disclose the instantly claimed 
structure as being a commercially available HALS (col.10, lines 40-45) for use with 
silicone polymers (col.13, lines 31-36). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have substituted the HALS 
of Malik et al. in the composition of Karrer et al. because Malik et al. teach that the 
instantly claimed HALS is commercially available and used with silicone polymers. 

Regarding claims 27 and 28, it appears that Malik et al. do not disclose the 
instantly claimed limitations. However, as these limitations pertain to a commercially 
known HALS, these limitations could very well be inherently achieved as an inherent 
function of the HALS. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made for the HALS of Malik et al. to achieve at 
least similar results, because the materials of Malik et al. are at least similar to those as 
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instantly claimed, and at least similar materials would have yielded at least similar 
inherent properties. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher M. Keehan whose telephone number is 
(703) 305-2778. The examiner can normally be reached on Monday-Friday, from 6:30 
to 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert A. Dawson can be reached on 308-2340. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 872-9310 
for regular communications and (703) 872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 



Conclusion 



0661. 




Christopher Keehan 



Robert Dawson 
Supervisory Ratent Examiner 
Tecte jfogy Center 1700 



April 9, 2003 



